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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of Group 3, claims 85-98, in the reply filed 
on 01/21/2009 is acknowledged. 

2. As a matter of record, the examiner acknowledges Applicant has elected claims, 
directed toward a method and device for sequentially activating electrodes for 
therapeutic transdermal substance delivery, which will be examined through the 
remainder of prosecution of this application. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 85-87 and 92-94 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Coston et al. (PGPub 2002/0010414). 

5. [Claims 85 and 92] Coston teaches an apparatus and method for facilitating 
transport of a substance through an area of skin of a subject (figure 4, item 400), the 
area defining a set of ablation sites (figure 4, item 50), the apparatus comprising: a 
plurality of electrodes, which are adapted to be placed in contact with the area of the 
skin at the ablation sites (figure 4, item 16); a method comprising driving current in a 
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sequence into more than one of the ablation sites (figure 4); and a control unit (figure 4, 
item 12), adapted to drive, during successive first, second, and third time periods, a 
current capable of ablating stratum corneum of the skin to a first one, a second one, and 
a third one of the electrodes, the first one of the electrodes being non- adjacent to the 
second one of the electrodes, and the second one of the electrodes being non-adjacent 
to the third one of the electrodes, so as to facilitate transdermal transport of the 
substance (page 7, paragraphs [0068]-[0069]; page 13, paragraph [0122]). 

6. [Claims 86 and 93] Coston teaches the limitations and method steps of claims 
85 and 92, upon which claims 86 and 93 depend. In addition, Coston discloses wherein 
the control unit is adapted to drive the current in sequence to typically maximize a 
minimum distance between electrodes into which current is driven during successive 
time periods (page 13, paragraph [0122]). 

7. [Claims 87 and 94] Coston teaches the limitations and method steps of claims 
85 and 92, upon which claims 87 and 94 depend. Coston further discloses the control 
is adapted to drive the current such that a sum of distances between temporally 
adjacent ones of the electrodes into which current is driven is typically greater than such 
sum would be if a sequence of electrodes is generated randomly (page 13, paragraph 
[0122]). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 1 0/51 1 ,966 Page 4 

Art Unit: 3763 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1 966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 88-91 and 95-98 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Coston et al. (PGPub 2002/0010414). 

1 1 . [Claims 88, 89, 95, and 96] Coston teaches the limitations and method steps of 
claims 85 and 92, upon which claims 88, 89, 95, and 96 depend. Coston teaches the 
method and apparatus as claimed, wherein the control unit is capable of controlling the 
waveform, frequency, voltage, amperage, and duration of the current (page 7, 
paragraphs [0068]-[0069]), except does not specifically state the current is driven 10 
successive times. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to drive the current a select number of times, since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). Also, Coston 
discloses that the device is capable of being configured such that a distance between 
successive sites of application of the current during each of the periods is greater than 3 
mm (page 13, paragraph [0122]). 
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12. [Claims 90, 91, 97, and 98] Coston teaches the limitations and method steps of 
claims 85 and 92, upon which claims 90, 91 , 97, and 98 depend. Coston teaches the 
method and apparatus as claimed, wherein the control unit is capable of controlling the 
waveform, frequency, voltage, amperage, and duration of the current (page 7, 
paragraphs [0068]-[0069]), except does not specifically state the current is driven 10 
successive times. It would have been obvious to one of ordinary skill in the art at the 
time of the invention to drive the current a select number of times, since it has been held 
that discovering an optimum value of a result effective variable involves only routine skill 
in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). In addition, 
Coston teaches the control unit is capable of being adapted to drive the current during 
at least 10 successive time periods into respective ones of the electrodes, such that, for 
each of the periods, during temporally adjacent ones of the time periods, the current is 
driven into non- adjacent electrodes; or such that during none of the time periods is the 
current driven into adjacent electrodes (page 13, paragraph [0122]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JASON FLICK whose telephone number is (571 )270- 
7024. The examiner can normally be reached on Monday through Thursday, 7:00am to 
5:30pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nicholas Lucchesi can be reached on 571-272-4977. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/J. F./ 

Examiner, Art Unit 3763 
06/02/2009 

/Nicholas D Lucchesi/ 

Supervisory Patent Examiner, Art Unit 3763 



